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Amendments to the Drawings : 

Attached herewith are replacement drawings for to Figures 1-3. It is believed these repJacements 
do not involve any introduction of new matter. Consequently, entry of diese replacement 
drawings is believed to be in order and is respectfully requested. 

Attachment; Replacement Sheets for Figures 1 -3 
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REMARKS 



Claims 1, 3-8. 11-19 and 21-24 arc pending in the present appUcation. No additional 
claims fee is believed to be due. 

Claims 2. 9 10. and 20 are canceled without prejudice. 

Claims 1. 8 and 17 have been amended to more specifically characterize and claim 
Applicant's invention. Support for these amendments are found in original Claims 8-10, and at 
page 3, line 27 - page 5, line 6; page 8, line 27 - page 9. line 2; and page 12, Une 9 - page 13, line 
1 3 of the specification. 

Claim 3-6 had been amended to more specificaUy characterize and claim AppUcant s 
invention. Support for these amendments are found at page lU line 3 - page 12, line 8 of the 
specification. 

Claim 1 1 has been amended to correct the claim dependency to canceled Claim 10. 
Support for this amendment is found in Claims 8-U. as originally filed. 

Claim 21 has been amended to correct the claim dependency to canceled Claim 20. 
Support for this amendment is found in Claims 17. 20 and 21 . as originally filed. 

Claim 22 has been amended to correct a typographrca! mistake regarding the inadvertent 
omission of at the end of the claim. 

It is believed these changes do not involve any introduction of new matter. 
Consequentiy. entry of these changes is believed to be in order and is respectfully requested. 



Claim Qbiections 

The Office Action slates that Claim 22 is objected to because it appears that the claim is 
missing a at the end of the claim. As noted above» Claim 22 has been amended to remedy 
the inadvertent omission of punctuation and, it is submitted, the objection is now rendered 
moot and should be withdrawn. 

> 

Rejection Under 35 USC 1 12. Seco nd Paragraph 
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The Office Action States that Claims 2 and 3 are rejected for failing to particularly 
pointing out and distinctly claiming the subject matter which the Applicant claims as its 
invention. The Oftice Acdon states that that Claims 2 and 3 recite the limitadon ''the other 
factors," thereby rendering the claim unclear as to what other factors the Applicant is referring 
due to a lack of antecedent basis. Applicant notes that Claim 3 does not contain the phrase "the 
other factors," but Claims 5 and 6 do utilize this phrase. Applicant assumes that the Examiner 
intended to refer to Claims 5 and 6, instead of Claim 3, in making the present rejection and will 
respond accordingly. If Applicant's assumption is in error the Applicant invites the Examiner to 
contact the Applicant's attorney. 

As noted above Claim 2 has been cancelled without prejudice, and Claims 5 and 6 have 
been amended to provide proper antecedent basis for all elements of the claims. Accordingly 
Applicant respectfully suggests that continued rejecdon of Claims 5 and 6 on these grounds would 
be imprc^^er, and that the rejections should be withdrawn. 

Rejection Under 35 USC 101 

Claims 1-6 and 8-24 have been rejected under 35 USC 101 as being directed towards 
unpatentable subject matter. The Ofjfice Acdon states that Applicant's claimed invention is 
directed to non-stamtory subject matter in that the invention fails to satisfy the "technological 
arts" test set forth in In re Toma, 575 F.2d 872, 197 USPQ (BNA) 852 (CCPA 1078). Applicant 
respectfully asserts that the rejection under 35 USC 101 on these grounds is in error and should be 
withdrawn. 

The Office Action cites die case of /n re Toma, 575 F.2d 872, 197 USPQ (BNA) 852 
(CCPA 1978} for the proposition that inventions must pass a "technological arts" test in order to 
be deemed patentable subject matter under 35 USC 101 (Office Action Dated 1 1A>5/2(X}4; Page 3. 
Lines 15-18). Applicant respectfully asserts chat reliance on In re Toma for this proposition is 
incorrect and inappropriate. 

The Office Action specifically states that the court in In re Toma "found that the claimed 
computer implemented process was within the ^technological ait" because the claimed invention 
was an operation being performed by a computer within a computer" (emphasis added) (Page 2, 
Line 24 - Page 3, Line 2). Applicant respectfully asserts that this interpretation of In re Toma is 
in error. The court in In re Toma was not creating a ^'technological arts" test, but instead was 
specifically addressing (he rationale of the Examiner^s in the final rejection of the subject claims, 
under 35 USC 101 , that a computerized method of translating languages was not within the 
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^'technological arts." The Patent Office in In re Toma argued that "as far as computer-related 
inventions are concerned . only those inventions that "enhance the internal operation of the digital 
computer" are 'technological* or 'useful' arts." In re Toma 575 F.2d 872, 877. The Patent Office 
further argued that the subject claims were not statutoi> subject matter because '*natura3 language 
translation is a 'liberal art' and that effecting the translation by means of a machine does not 
transform the activity a 'technological an'." Id. The Court disagreed with this position. 

The Court in In re Toma stated that: 

The "technologica]" or **usefur* arts inquiry must focus on whether the claimed subject matter (a 
method of operating a machine to translate) is statutOTy, not on whether the product of the claimed 
subject matter (a translated text) is statutory, not on whether the prior an which the claimed subject 
matter purports to replace (translation by human mind) is statutory, and not on whether the claimed 
subject matter is presently perceived to be an improvenKnt over the prior art, e.g., whether it 
enhances** the operation of a machine. 

The Coun, in stating such, was not establishing a "technological arts'* test for patentable subject 
matter, but was rather specifically reversing the holding of the Board of Patent Appeals and 
Interferences that a computer enabled translation method for translating a source language into a 
target language was not statutory subject matter because such a nnethod was not within the 
**techno logical arts/* Accordingly, In re Toma does not, in fact, create a ^'technological ans" test 
for statutory subject matter under 35 USC lOK 

As no such '^technological arts" test exists. Applicants respectfully assen that continued 
rejection of Claims 1-6 and 8-24, as being directed towards unpatentable subject matter on these 
grounds, would be in error and that the rejection should be withdrawn. 

Rejection Under 35 USC 102fb) Ove r DuUmev etai (U.S. Pat. No. 6341 B H 

Claims 1-9 and 12-24 have been rejected under 35 USC 102(b) as being unpatentable 
over Dulaney et al (U.S. Pat, No. 6,341,269 Bl). Applicant respectfully obviates this rejection. 

As is well settled, anticipation requires **tdentity of inventioti." Glaverbel Societe 

Anonyme v. Northlake Mkrg, <fe Suppiy, 33 USPQ2d 1496, 1498 (Fed. Cir. 1995). Each and every 

element recited in a claim must be found in a single prior art reference and arranged as in the 

claim. In re MarshalL 198 USPQ 344. 346 (CCPA 1978); Undemann Maschinenfabrik GMBH v. 

American Hoist and Derrick Co., 221 USPQ 481 , 485 (Fed. Cir 1984). Furdiermore, in a § 102(b) 
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rejectjoa there must be no di^erence between what is claimed and what is disclosed in the applied 
reference. In re Kalm, 154 USPQ 10, 12 (CCPA 1967); Scripps v, Genentech Inc. 18 USPQ2d 
1001, 1010 (Fed. Cir. 1991). 

As the Office Action expressly recognizes that the Dulaney et al reference does not 
disclose the use scenario data operable to receive hypothetical sets of constant value data (Office 
Action dated 11/03/2005, Page 8. Lines 11-13). Applicant respectfully asserts that the above 
referenced claims, as amended, are patentable and respectfully requests that the rejection under 35 
use 102(b) be withdrawn. 

Refection Under 35 USC 103ra> Over Dulanev et al OJ.S. Pat No. 6.341.269 Bl) in view of 
Jameson (U.S. Pat. No. 6.625.577 Bn 

Claims 10 and 11 have been rejected under 35 USC 103(a) as being unpatentable over 
Dulaney et al (U.S. Pat. No. 6,341,269 Bl) in view of Jameson (U.S. Pat. No. 6,625^77 Bl). 
Applicants respectfully traverse this rejection as there is no motivation to combine the cited 
references to achieve Applicant's claimed invention. Therefore, Applicants* contend that the 
claimed invention is unobvious and that the rejection should be withdrawn. 

As is fundamental, a prima facie case of obviousness must be based on facts, *^cold hard 
facts." /n re Freed, 165 USPQ 570, 571-72 (C.C.PJ^. 1970). When the rejection is not 
supported by facts, it cannot stand. Ex parte Saceman, 27 USPQ2d 1472, 1474 (B.P.A.I. 1993). 

As is well settled, an Examiner cannot establish obviousness by locating references which 
describe various aspects of a patent applicant's invention without also providing evidence of the 
motivating force which would impel one skilled in the art to do what the patent applicant has 
done. Ex parte Levengood, 28 USPQ2d 1300, 1301-02 (BPAI 1993). The rejection fails to 
provide any reason why one would be motivated, let alone impelled, to combine the Dulaney et al 
aiKl Jameson references in the manner suggested by the Examiner. Thus, the rejection fails to set 
forth the required facts and reasoning required to support ^ prima facie case of obviousness. 

A prima facie case of obviousness, however, requires that the rejection describe with 
specificity why one skilled in the art would have combined two references to arrive at the claimed 
invention. !n re Dembiczak, 50 USPQ2d 1614. 1617 (CAFC 1999). CtJur case law makes clear 

Page 13 of 17 



PAGE 17/25 * RCVD AT 8/1/2005 3:16:17 PM [Eastern Daylight Time) * 8VR:U&PTO-EPXRF-6/1 * DNIS:8729306 * C8ID:513 634 6108 • DURATION (mni-ss):07-3e 



513 63-4 6108 



02:25:27 p.m. 



08-01-2005 



18/25 



AppL No. 09/902.144 

Atty. Docket No. 8633 

Amdt. dated May 03. 2005 

Reply to Office Action of November 3, 2004 

Customer No. 27752 

that the best defense against the subtle but powerful attraction of a hindsight-based obviousness 
analysis is rigorous application of requirement for a showing of the teaching or motivation to 
combine prior art references,"). In the present case, no such explanation is found in the rejection. 

) Thus, the rejection is not supported by the kind of specificity required to sustain a 

conclusion of obviousness. Ex parte Humphreys, 24 USPQ 2d 1255, 1262 (BPAI 1992). 

Obviousness, however, cannot be based upon speculation. Nor can obviousness be based 
upon possibilities or probabilities. Obviousness must be based upon facts, "cold hard facts." In 
re Freed, 165 USPQ 570, 571-72 (CCPA 1970). When a conclusion of obviousness is not based 
upon facts, it cannot stand. Ex parte Saceman, 27 USPQ2d 1472, 1474 (BPAI 1993). 

Moreover, whether or not DuUmey et ai and Jameson are non-analogous arts, it remains 
that the question of "non-analogous art" is relevant to whether it would be proper to combine 
references . In re Clay, 23 USPQ2d 1058, 1060-61 (Fed. Cir. 1992). That is, even when 
references are in related arts, the Bxaminer still has the burden of establishing (1) diat there is a 
suggestion or motivation to combine the references relied upon, and (2) that the references, when 
so combined, contain the requisite suggestion and motivation which would have led one to 
combine the particular disclosure relied upon and lo make the invention as claimed. In re 
Dembiczak, 50 USPQ2d 1614. 1617 (Fed. Cir. 1999). 

The Examiner was required to demonstrate where in Dulaney et al and Jameson there is a 
suggestion which would have "strongly motivated" one to make product factor optimization 
systems as claimed. Ex parte Graselli, 23 1 USPQ 393, 394 (Bd. App. 1986). The type of 
motivation which would have **UnpeUeit* one to do so (£jc parte Levengood, 28 USPQ2d 1300, 
1301-02 (BPAI 1993)), and the type of suggestion that the changes "should'^he made. Exparte 
Markowiiz. 143 USPQ 303, 305 (Bd. App. 1964). 

Because the Examiner has not identified any suggestion, reason, or other 
motivation, including suggestion of desirability, for wl^ one would have combined the Dulaney 
et al and Jameson references, the rejection should be withdrawn. Accordingly, Applicant 
respectfully asserts that for these reasons the rejecti<Hi of the above referenced claims under 35 
use 103(a) is in error and should be withdrawn. 
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In light of the above remarks, it is reqitested that the Examiner reconsider and withdraw 
the objection to Claim 22, and the rejections under 35 USC 101, 35 USC 102(e), 35 USC 103(a), 
) and 35 USC 112, Second Paragraph. Early and favorable action in the case is respectfully 

requested. 

Applicants have made an earnest effort to place their application in proper form and to 
distinguish the invention as now claimed from die applied references. In view of the foregoing, 
Applicants respectfully request reconsideration of this application, entry of the amendments 
presented herein, and allowance of Claims 1 , 3-8, 11-19 and 21-24. 



Respectfully submitted, 
Sean Af. Kane, et ai 




Erich D. Hemm 
Attorney for Applicant(s) 
Registration No. 47,286 
(513) 634-8960 

May 3. 2005 
Customer No. 27752 

( Amr w I i ncu t-R w p oiM e to Ofllcc Aclioii.iloe> 
Revised icn4/2003 
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REVISED AMENDNfENT PRACnCE:37 CFR 1.121 CHANGED 
COMPLIANCE IS MANDATORY -Effective Date: July 30,2003 
AU amendments filed on or after the effective date noted above must conqily with revised 37 CFR 1 .121 .S« Final 
Rule Changes To Implaiieiit Electronic Maintenance of Official Patent Applicatian Records (68 Fed.Reg. 
3861 1 (June 30^003 ).posted on the Office website at:httpy^www.iiapto.gov/wch/paienis/ifw/ 
with related infonnation.The amendment practice set fodb in feviscd 37 CFR 1.121^ described bdowjcplaccs 
the voluntary revised amendment foimal available to applicants since February 2003 J^OTEOTMCT 
COMPUi^CE WITH THE REVISED 37 CFR 1.121 IS REQtJIRED AS OF THE EFFECTIVE DATE (July 
30a003).The Office will notify applicants of amendments that sic not accepted because they do not con^y with 
revised 37 CFR 1.121 via a Notice of Non-CompUant Amendment. See MPEP 714.03 (Rev.l.Feb.2003).Thc TOn- 
compliam section(s)will have to be corrected and the cnUrc corrtctcd section<f>resubnutted within a set pcnod. 
Bold und€Hin€d Uaik Jbnt has teen used twiow to highiight Ae mqfor d^erencet between the revised 37 CFR 
J i2landthevoiuniaryrevisedamemimentformatthatappUeimtscouU 

Note:The amendment practice for rvissncs and rcexanUnatton proceedings ,excepi for drawmgs.has not changed. 
REVISED AMENDMENT PRACTICE 

I.Bcgkn each section of an amendment document on a separate sheet: 

Each section of an amendment document (*.^. Specification Amendment4,Claim AmendmcnisJJrawing 
Amendmentfl,and Rcmarks>must begin on a separate sheet-Starting each separate section on a new page will 
facilitate the process of separately indexing and scanning each section of an amendment document for placement in an 
image file wrapper. 

n-Twoverrions of amended part(s)iio longer required: 

37 CFR 1.121 lias been rcvteed to no longer require two versions U clean version and a marked up vcnloD}or 
each replacement paragraph or sectkMwor amended clalrowNote^owew^he requirements for a clean 
version and a nurtednpveisloo for substitute speciflcatloos under 37 CFR 1-12S have been retained. 

AMmemtoicnts to the claims; , , . , . , 

Each amendment document that includes a change to an exUdng cUim,canccUation of a claim or submission of a new 
claim.must Include a complete listii^ of aU claims in the ^ypUcstion. After each claim number tn the listing.tbe 



status inust be Indicated in a partmmciical cxprcssion.and the tert of eaA pew«n^ 
cunent changes)must be prcscnted.Tbe claims in the Usting wUl replace aU prior clahns in the spphraUon. 
(1 mie currcm status of all of the claims in the appUcation.including any previously cancelcd.not entaed or 
withdrawn claims^muit be given in a paieniheiical expresrioo following the claim nondjer using only one of 
the following seven status idenrificrs:(originalX(cutrcntly arocnded).(canccled),<withdrawn).(new). 
(pFevk>usfypresenied)attd (not entered),!^ text of all pending daaaBjncfmSng wiAdrawn ctoiw^must 
be submitted each Ume any claim is amendedCancelcd and not entered claims must be indicated by only 
the claim number and sutus.without presenting the text of the claims. 

(2>The text of all claims being cunwitly amended must be presented in the claim listing with martcmgs to indicate 
die changes diat have been made relative to the immediate prior version.The changes in any amended claim 
must be shown by underlining (for added matter)or strikeihrough (for deleted matieDwith 2 exccpiions:( 1 ) 
fordetedon of five choFocten or fewerydoubie braekeH mwf be used (e,g.Jferoor )J):ond (2}{f 
strOetkrough cannot be eeaUy pereev^ (e^,^eUdon of the number "4 " or certain punctuation marks)}, 
doubU brackets must be used (e^.J[4 IjyJis an aitemaOre to using double bracketsM^ever,exim 
portions of text jn«7 he included before and qflter text being deleted^ in strikethroughJoOowed b/ 
including and underUning the extra text with the desired change (e.g..number 4 as number 14 ash An 
accanqwuiying dean version is not required and should not be prescntod.Only claims of the status currently 
amended.** and *'witfidrawn " that aie being amended.may include markings. 

(3)The text of pending claims not being currently amendedjmrte^iw withdrawn ciaims^wufA be presented in 
the claim listing in clean version j.*.. without any markings.Any claim text presented in clean version wiH 
constitute an assertion that it has not been changed relative to the immediate pnor version except to onui 
markings that may have been present in the immediate prior version of the cJainw. 

W3i0m flyer for maiili« with all Office actions hj all TCs (4)A claim being canceled must be listed in die claim 

listing wirti the status identifier **canceled "Ubc text of the 

claim must not be presented.Providing an Instruction to cancel is optional. 

C5)Any claims added by amendment must be presented in the claim Usting with die staujs idenufier (new) ;tbe 
text of the claim must not be underlined. 

t6)An of the cUims in the claim Usting must be presented in ascending numerical order. Consecutive canceled, 
or not entered.cJaim$ may be aggregated into one statement {*.g..Claims 1-5 ((canceled)). 
Example of listing of daims (use of the word "clatan ^ before the claim number is optional)); 
Claims US (canceled) 

Claim 6 (previously presented):A bucket witfi a handle. 

Claim 7 (widjdrawn):A handle comprising an elongated wire. 

Claim 8 (wiaidiawn):Tbe handle of claim 7 furdicr comprising a plastic grip. 

Claim 9 (currently amended): A bucket with a green blue handle. 

Claim 10 (original):Thc bucket of claim 9 wherein the handle is made of wood. 
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Claim 1 1 (canceled) 
Claim 12 (not enicrcd) 

Claim 13 (new): A bucket with plastic skies and bottom. 
number 14 as) 

QAmndmcDb ralacaneDt f.g»r« which incorporate the desiRd changes and which 

though only one figure may be amendeiA/jr ''•'''*!?:5rl?^^ to Or a«*J«fc»i*n/ . 

dSwted toiHizabclh Dougherty or Gena Jones Legal Advi>0«^ S^^^ovTb^nni n<B)3^^ 
Office of Patent Legal AdminUirailon.by e-mail to patent*ncticc<B> uspto.gov or by phone at t to 
0«/30A)3 Flyer for maUing wit* all Offkre actlcns by aU TO 
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